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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 1/23/08 has been entered. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 22-29, 32-35, and 37-39 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. Claim 22 as amended requires "a curing temperature of about 150 °C or 
more". Applicants specification and in particular paragraphs 78 and 79 do not describe a curing 



Application/Control Number: 1 0/6 1 1 ,4 1 8 Page 3 

Art Unit: 1791 

temperature of about 150 °C or more. Rather applicants specification describes curing 
temperatures of 150 °C or 200 °C in paragraphs 78 and 79 and not all values above 150 °C. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claim 39 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

7. Claim 39 requires "wherein the sliders are free from encapsulant". It is unclear what is 
required by this limitation as the encapsulant fills gaps between the sliders which contacts the 
slider surfaces adjacent these gaps. It appears the limitation is to require wherein the coplanar 
slider surfaces are free from encapsulant. This is the interpretation given the claim by the 
examiner. 

Claim Rejections - 35 USC §103 

8. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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9. Claims 22-29, 32-34, and 37-39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kurdi et al. (U.S. Patent 5,932,1 13) in view of Mandell (U.S. Patent 
3,335,088) and Homan et al. (U.S. Patent 4,347,336), Lee et al. (U.S. Patent 6,124,407), or 
Wong (U.S. Patent 5,051,275). 

Kurdi discloses a method for forming a slider assembly comprising arranging a plurality 
of sliders each having a surface such that the surfaces are coplanar to each other and each free 
from encapsulant, placing the plurality of sliders on a laminate of a flexible tape and an adhesive 
such that slider surfaces contact the adhesive, dispensing a silicon-based encapsulant fluid in a 
manner effective to fill small gaps or recesses between the sliders without contacting the 
coplanar slider surfaces, and subjecting the dispensed encapsulant fluid to conditions effective 
for the fluid to crosslink and/or polymerize and form a readily debondable solid encapsulant 
(Column 5, lines 33-67 and Column 6, lines 1-67 and Column 7, lines 1-12 and Column 8, lines 
33-35). Kurdi does not teach the removable/debondable encapsulant is a silicon-based 
encapsulant that is cured at a temperature of about 150 °C or more. However, Kurdi is not 
limited to any particular encapsulant and suggest a wide range of common encapsulants may be 
used including acrylic, epoxy, etc. (Column 6, lines 42-60). It is well taken in the art of 
removable/debondable encapsulants that acrylic, epoxy, and silicon elastomer based 
encapsulants are functionally equivalent as shown by Mandell (Column 1, lines 9-16 and 
Column 6, lines 6-18). Absent any unexpected results, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use as the removable/debondable 
encapsulant in Kurdi a silicon elastomer encapsulant which was well taken as functionally 
equivalent to acrylic and epoxy encapsulants as shown by Mandell. As to the curing the 
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encapsulant at a temperature of about 150 °C or more, Homan, Lee, and Wong '275 are each 
exemplary of silicon elastomers used as encapsulants such as for electronics including 
semiconductor substrates wherein each encapsulant cures at 150 °C the encapsulants having a 
low viscosity to flow easily into small spaces (Column 1, lines 8-19 and Column 6, lines 55-68 
and Column 7, lines 14-38 of Wong and Column 1, lines 7-34 and Column 4, lines 3-8 and 
Column 13, lines 29-32 of Lee and Column 1, lines 7-10 and Column 2, lines 58-66 and Column 
3, lines 4-13 and Column 4, lines 3-23 or Wong '275). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use as the silicon elastomer 
encapsulant taught by Kurdi as modified by Mandell any of the silicon elastomer encapsulants 
shown by Homan, Lee, or Wong '275 which have a low viscosity to flow easily into small places 
wherein the curing temperature used would have been any of the curing temperatures within the 
ranges suggested by Homan, Lee, or Wong '275 such as 150 °C. 

Regarding claim 24, as the adhesive taught by Kurdi is described as not effected by the 
encapsulant fluid the adhesive is considered resistant or impervious to solvation by the 
encapsulant fluid (Column 5, lines 39-45). 

Regarding claims 25-27, as Kurdi teaches the initial viscosity of the encapsulant fluid is 
as low as 100 centistokes (Column 7, lines 1-2) it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to formulate the low viscosity encapsulant in 
Kurdi as modified by Mandell and Homan, Lee, or Wong '275 to have a viscosity of 100 
centistokes. 

Regarding claim 28, at least Wong '275 removes solvent from the encapsulant fluid 
during cure (Column 4, lines 3-18). 
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Regarding claim 32, there is no disclosure in Kurdi as modified by Mandell and Homan, 
Lee, or Wong '275 that the solid encapsulant substantially outgases under vacuum, and the 
silicon-based polymer solid encapsulant is consistent and in agreement with the solid encapsulant 
disclosed and claimed by applicants, such that the solid encapsulant taught by Kurdi as modified 
by Mandell and Homan, Lee, or Wong '275 is considered to not substantially outgas under 
vacuum. 

Regarding claims 33 and 38, the silicon elastomers taught by Kurdi as modified by 
Mandell and Homan, Lee, or Wong '275 are polymerized in situ from organosilicon 
prcpolymers, e.g. siloxanes (Column 2, lines 20-60 of Homan, Column 4, lines 53-67 of Lee, and 
Column 3, lines 20-25 of Wong '275). 

Regarding claim 34, the silicon elastomers taught by Kurdi as modified by Mandell and 
Homan, Lee, or Wong '275 have phenyl substituents (Column 2, lines 20-60 of Homan, Column 
4, lines 53-67 of Lee, and Column 3, lines 20-25 of Wong '275). 

Regarding claim 37, Kurdi teaches the solid encapsulants are debonded by means of a 
solvent comprising NMP, i.e. N-methylpyrrolidinone (Column 8, lines 33-35) such that it would 
have been obvious to one of ordinary skill in the art at the time the invention was made to 
debond the solid encapsulants taught by Kurdi as modified by Mandell and Homan, Lee, or 
Wong '275 using the solvent. 

Regarding claim 39, the plurality of sliders used as taught by Kurdi are provided as free 
from encapsulants and during debonding the sliders are removed/freed from the encapsulant. 
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10. Claim 35 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kurdi, Mandell, 
and Lee or Wong '275 as applied to claims 22-27, 29, 32, 33, 37, and 39 above, and further in 
view of Joffre et al. (U.S. Patent 5,840,800) and Wong '562 (U.S. Patent 4,564,562). 

Kurdi, Mandell, and Lee or Wong '275 as applied above teach all of the limitations in 
claim 35 except for a specific teaching of using a polymeric catalyst containing pendant amino- 
functionalities with the encapsulant, it being noted both Lee and Wong '275 are not limited to 
any particular catalyst and suggests a platinum catalyst (Column 1 1 , lines 1 8-25 of Lee and 
Column 2, lines 58-68 of Wong '275). It is well taken in the art of silicone-based encapsulants 
such as those suggested by Lec or Wong '275 that metallic and amino based catalysts are 
functionally equivalent as shown by Joffre (Column 21, lines 16-21). Absent any unexpected 
results, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use as the catalyst in Kurdi as modified by Mandell and Lee or Wong '275 an 
amino based catalyst which was well taken as functionally equivalent to metallic catalysts as 
shown by Joffre. As to the amino based catalyst having pendant amino-functionalities, Wong 
'562 disclose a silicone elastomer encapsulant including a dialkylaminoalkylsiloxane catalyst, 
which is considered a polymeric catalyst containing pendant amino-functionalities, which is used 
as the catalyst because it reduces the curing temperature of the encapsulant (Column 1, lines 34- 
41 and Column 2, lines 28-3 1). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to use as the amino based catalyst taught by Kurdi et al. as 
modified by Mandell, Lee or Wong '275, and Joffre the polymeric catalyst containing pendant 
amino-functionalities taught by Wong '562 which reduces the curing temperature of the 
encapsulant. 
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Response to Arguments 

1 1 . Applicant's arguments with respect to claims 22-29, 32-35, and 37-39 have been 
considered but are moot in view of the new ground(s) of rejection. 

In view of applicants amendment the previous 35 U.S.C. 102(b) rejection over Kurdi is 
withdrawn. 

Applicants argue, "As such, in view of the above, Kurdi does not teach all the elements 
of claim 22 because Kurdi fails to teach a silicon-based encapsulant fluid that forms a readily 
debondable silicon-based solid encapsulant when subjected to a curing temperature of 150°C 
or more . Accordingly, the Applicants respectfully request that this rejection be withdrawn.". 

Kurdi teaches at Column 3, lines 24-26: "The process is applicable to any air bearing 
surface (ABS) pattern and can be completed at ambient temperatures" (Emphasis added). 

Kurdi teaches at Column 6, lines 42-47: " Exemplary fluids are those which can be 
drawn into the recesses between rows to planarize the rows, cured, and then later removed. 
Exemplary fluids generally include a resin component and a curing agent. Resin components 
include those comprising monomers containing epoxy , thiol, olefin, and acrylic functionality as 
well as mixtures thereof." 

Kurdi teaches at Column 6, lines 48-52: "Curable fluids commonly used include acrylic 
compositions , thiolene compositions, and cationically cured epoxy compositions such as those 
containing an epoxy oligomer, a multifunctional acrylic monomer, a cationic photoinitiator, and 
benzophenone.". 
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In view of the above Kurdi is not considered limited to any particular encapsulant nor is 
Kurdi considered limited to an "ambient temperature" curing encapsulant. There is a clear 
suggestion that commonly used curable fluids may be used including epoxy or acrylic 
compositions for which there is no requirement the composition cure at ambient temperature or 
the composition cure via ultraviolet radiation it being noted Column 7, lines 5-12 of Kurdi as 
referred to by applicants is considered to describe for example cationically cured epoxy 
compositions but clearly does not describe curing conditions for all of the commonly used 
curable fluids such as those which do not cure via ultraviolet radiation. 

Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John L. Goff whose telephone number is (571) 272-1216. The 

examiner can normally be reached on M-F (7:15 AM - 3:45 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on (571) 272-1226. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/John L. Goff/ 

Primary Examiner, Art Unit 1791 



